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DETAILED ACTION 



Response to Amendment 
1 . This Office action addresses claims 1 , 6- 1 2 and newly added claims 1 6 and 1 7. Claims 
16 and 17 are allowed. However, claims 1 and 6-12 remain rejected for the reasons of record. 
Accordingly, this action is made final. 

Claim Rejections - 35 USC § 103 
2. Claims 1 and 6-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
97/27260 in view of Mizuide et al (U.S. Patent 6,329,471). 

Regarding claims 1 1 and 12, WO '260 discloses a lithium battery comprising a positive 
electrode and negative electrode (see page 6, lines 1-5). Regarding claims 6 and 7, the positive 
electrode comprises mixed oxide particles (see page 6, line 32). Regarding claims 6 and 9, the 
negative electrode comprises carbon particles (see page 6, line 9). Regarding claim 8, the current 
collector of the positive electrode is aluminum (see page 10, line 34). Regarding claim 10, the 
current collector of the negative electrode is copper (see page 10, line 26). Regarding claims 6 
and 13, each electrode comprises a structure having a collector (LI) and a fluorinated adhesive 
composition (L2) comprising the active material (see page 7, lines 6-27). However, regarding 
claims 1 and 6, the invention of WO '260 is more broadly directed to structures comprising a 
metal (LI), a fluorinated adhesive composition (L2), and a fluorinated resin (L3), in that order 
(see page 4, lines 18-20). The adhesive resin composition comprises a PVDF resin, a 
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functionally-modified acrylic or methacrylic polymer, and a vinylidene fluoride copolymer resin 
(see page 2, lines 4-7). 

WO '260 does not expressly teach that the layer L2 comprises a fluoro primer which is 
derived from a fluoropolymer (e.g., VDF-HFP) chemically modified by a partial 
dehydrofluorination followed by oxidation, as recited in claim 1. 

Mizuide et al. is directed to carboxyl group-containing vinylidene fluoride copolymer 
(see abstract). The copolymer may contain hexafluoropropylene and is made by a 
dehydrofluorination/oxidation process (see col. 2, line 27 et seq.). 

Therefore, the invention as a whole would have been obvious to one of ordinary skill in 
the art at the time the invention was made because the artisan would be motivated to use the 
carboxyl group-containing vinylidene fluoride copolymer of Mizuide et al. in the layer L2 of 
WO '260. In column 1, line 17, Mizuide et al. teach that functional oligomers having a carboxyl 
group at both terminals are useful as raw materials in adhesives. Furthermore, WO '260 teaches 
that, with regard to the modified acrylic component in the layer L2, "as examples of functional 
groups which exhibit bonding properties or affinity in respect of metal, there can be cited 
carboxylic acid groups or carboxylic acid anhydride groups [. . .] and the like." (page 2, line 36). 
Although this teaching is primarily directed to the acrylic component of the layer L2, this 
teaching would also motivate the artisan to incorporate carboxyl groups into the other 
components of the layer L2 in hopes of increasing the adhesive strength of those components. 
As such, it would be obvious to use the carboxyl-group containing PVDF-HFP copolymer of 
Mizuide et al. as the PVDF copolymer component of the layer L2 of WO '260. The 
hexafluoropropylene monomer comprises a perfluoroalkyl (CF 3 ) group, as recited in claim 4. 
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Further, although WO '260 does not expressly teach the feature in claim 6 that the layer 
L3 of fluoropolymer contains the active material, this feature would be obvious to one of 
ordinary skill in the art. As noted above, the reference specifically teaches layers LI and L2 in 
an electrode (L2 containing the active material), but more broadly teaches a structure comprising 
layers LI, L2, and L3 (L3 being a conventional fluoropolymer). The artisan would be motivated 
to use an electrode structure comprising three layers instead of two because the unmodified 
fluoropolymer in layer L3 is more resistant to chemical attack than the modified polymer (see 
col. 6, line 14 of WO '260). Accordingly, the WO '260 reference fairly suggests the three-layer 
electrode structure recited in claim 6. 



Double Patenting 

3 The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046 29 USPQ2d 2010 (Fed 

? r J^ 3X lH re L ° n8i > 759 F 2d 887 ' 225 USPQ 645 ( Fed - Cir 1985 '); In re Van Ornum 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

4. Claim 1 is rejected under the judicially created doctrine of obviousness-type double 



patenting as being unpatentable over claims 1-23 of U.S. Patent No. 6,773,815. Although the 
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conflicting claims are not identical, they are not patentably distinct from each other because the 
claims of the '815 patent anticipate instant claim 1. See/w re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993). 



Response to Arguments 
5. Applicant's arguments filed September 13, 2004 have been fully considered but they are 
not persuasive. Applicant's assertion that the Mizuide reference is nonanalogous has been 
carefully considered but is not persuasive to overcome the outstanding rejection. The Examiner 
agrees with Applicants in that the Mizuide reference is not within the same field of endeavor as 
the WO '260 reference (i.e., plastic-to-metal bonding). Citing In re Clay, Applicants further state 
that the second prong of the test requires determining whether the same problem is addressed. 
The Examiner again acknowledges that the Mizuide reference does not expressly address the 
problem addressed by WO '260 and Applicants. However, at the top of page 1061, the text of In 
re Clay states that "[a] reference is reasonably pertinent if, even though it may be in a different 
field from that of the inventor's endeavor, it is one which, because of the matter with which it 
deals, logically would have commended itself to an inventor's attention in considering his 
problem." It is submitted that the Mizuide reference would have commanded itself to the 
attention of the inventor because of what is disclosed in WO '260. As noted above, WO '260 
teaches that, with regard to the modified acrylic component in the layer L2, "as examples of 
functional groups which exhibit bonding properties or affinity in respect of metal, there can be 
cited carboxyhc acid groups or carboxylic acid anhydride groups [. ..] and the like." (page 2, line 
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36). This teaching provides a clear suggestion that polymers modified with carboxylic acid 
functional groups are useful in adhering plastic to metal. As Mizuide is concerned with 
carboxylic acid-containing polymers, it is submitted that the reference would have commanded 
itself to the attention of an artisan having knowledge of the disclosure of WO '260. 

Regarding the assertion that the process of Mizuide results in a different product than that 
presently claimed, this assertion is not persuasive. Applicants state that "for instance, the 
process of Mizuide leads to more oligomers than polymers, since the examples show a reduction 
of molecular weight." However, as there are still polymers present, this is believed to be 
sufficient to meet the claimed limitations. In addition, the final product of the layer L2, as it is 
recited in a product-by-process format, is also not seen to exclude the presence of oligomers. 

Regarding the double patenting rejection (no longer provisional as the '560 application 
has issued as a patent), Applicants state that it would not be obvious to delete the epoxy primer 
of the patent claims to arrive at the claimed invention. However, claim 3 of the patent does not 
require an epoxy primer, and further, instant claim 1 does not exclude such epoxy primer. As 
such, claim 1 is still anticipated by the patent claims. 



Allowable Subject Matter 

6. Claims 1 6 and 1 7 are allowed. 

7. The following is a statement of reasons for the indication of allowable subject matter: 
Claims 1 6 and 1 7 both employ "consisting of language that is considered to close the 

layer L2 from containing materials other than the modified PVDF homopolymer or VF 2 /HFP 
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copolymer. WO '260, the closest prior art, discloses additional components in the adhesive layer 
(L2), and as such, does not anticipate or render obvious claims 16 and 17. 



Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Crepeau whose telephone number is (571) 272-1299. 
The examiner can normally be reached Monday-Friday from 9:30 AM - 6:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Barr, can be reached at (571) 272-1414. The phone number for the 
organization where this application or proceeding is assigned is (571) 272-1700. Documents 
may be faxed to the central fax server at (703) 872-9306. 



Application/Control Number: 09/822,825 
Art Unit: 1746 



Page 8 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-91 97 (toll-free). 



Jonathan ( 



Crepeau 
Primary Examiner 
Art Unit 1746 
November 22, 2004 



